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DETAILED ACTION 



Election/Restrictions 

1. Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which are not 
so linked as to form a single general inventive concept under PCT Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in reply to this action, to elect a 
single invention to which the claims must be restricted. 
Group I, claim(s) 5-10, drawn to a joint socket. 
Group II, claim(s) 11, drawn to a method for implanting a joint socket. 

2. The inventions listed as Groups I and II do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or corresponding special 
technical features for the following reasons: 

The technical features of: a socket shell and a socket insert are common to claims 5 and 11. 
However, there is lack of unity a posteriori since all of the technical features common to all the 
independent claims are anticipated by Hermann (European patent no. EP 0 964 294). Hermann 
discloses a socket shell (2) and a socket insert (4) (see figure 2 and English abstract). 

Lack of unity of invention may be directly evident "a priori," that is before considering the 
claims in relation to any prior art, or may become apparent "a posteriori," that is, after taking the 
prior art into consideration. For example, independent claims to A+X, A+Y, X+Y can be said to 
lack unity a priori as there is no subject matter common to all claims. In the case of independent 
claims to A+X and A+Y, unity of invention is present a priori as A is common to both claims. 
However, if it can be established that A is known, there is a lack of unity a posteriori, since A (be 
it a single feature or a group of features) is not a technical feature that defines a contribution over 
the prior art. 

During a telephone conversation with Josue Villalta on 09/09/2009 a provisional election 
was made without traverse to prosecute the invention of Group I, claims 5-10. Affirmation of 
this election must be made by applicant in replying to this Office action. Claim 1 1 is withdrawn 
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from further consideration by the examiner, 37 CFR 1.142(b), as being drawn to a non-elected 
invention. 

3. Applicant is advised that the reply to this requirement to be complete must include (i) an 
election of a species or invention to be examined even though the requirement may be traversed 
(37 CFR 1.143) and (ii) identification of the claims encompassing the elected invention. 

The election of an invention or species may be made with or without traverse. To 
preserve a right to petition, the election must be made with traverse. If the reply does not 
distinctly and specifically point out supposed errors in the restriction requirement, the election 
shall be treated as an election without traverse. 

4. The examiner has required restriction between product and process claims. Where 
applicant elects claims directed to the product, and the product claims are subsequently found 
allowable, withdrawn process claims that depend from or otherwise require all the limitations of 
the allowable product claim will be considered for rejoinder. All claims directed to a nonelected 
process invention must require all the limitations of an allowable product claim for that process 
invention to be rejoined. 

In the event of rejoinder, the requirement for restriction between the product claims and 
the rejoined process claims will be withdrawn, and the rejoined process claims will be fully 
examined for patentability in accordance with 37 CFR 1 .104. Thus, to be allowable, the rejoined 
claims must meet all criteria for patentability including the requirements of 35 U.S.C. 101, 102, 
103 and 112. Until all claims to the elected product are found allowable, an otherwise proper 
restriction requirement between product claims and process claims may be maintained. 
Withdrawn process claims that are not commensurate in scope with an allowable product claim 
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will not be rejoined. See MPEP § 821.04(b). Additionally, in order to retain the right to rejoinder 
in accordance with the above policy, applicant is advised that the process claims should be 
amended during prosecution to require the limitations of the product claims. Failure to do so 
may result in a loss of the right to rejoinder. Further, note that the prohibition against double 
patenting rejections of 35 U.S.C. 121 does not apply where the restriction requirement is 
withdrawn by the examiner before the patent issues. See MPEP § 804.01. 

Claim Objections 

5. Claim 5 is objected to because of the following informalities: line 1 1 recites "the said 
region," which appears to be redundant. It is recommended that either the word "the" or "said" 
in this recitation is deleted. Appropriate correction is required. 

6. Claim 9 is objected to because of the following informalities: the units have been 
omitted with regard to the number "4.5" in line 2. It is believed by the examiner that claim 9 
should recite "4.5° ". Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

8. Claims 7-10 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

9. Claim 7 recites the limitation " the conically narrowing inner surface" in lines 1-2. There 
is insufficient antecedent basis for this limitation in the claim. 
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Claim Rejections - 35 USC §102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) said invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

1 1 . Claims 5-10 are rejected under 35 U.S.C. 102(b) as being anticipated by Serbousek et al. 
U.S. publication no. 2002/0068980. 

12. Regarding claim 5, Serbousek et al. disclose a joint socket (10) for a hip endoprosthesis, 
comprising: a socket shell (12) configured to be implanted in the pelvic bone of a patient (see 
paragraph [0029], lines 3-4), the socket shell having an inner surface (20) that defines an 
accommodating space (24) extending about an axis of rotation; and a socket insert (60) 
configured to provide a bearing (16) (see paragraph [0032], lines 1-2) for a joint head of a 
prosthesis stem, a spherical outer surface (32) of the socket insert configured to be disposed in 
the accommodating space of the socket shell (see paragraph [0029], line 5) and contact the inner 
surface along a line of contact that is concentric with the axis of rotation of the accommodating 
space (see figure 3), the socket insert coupleable in a self-locking manner within the 
accommodating space (see paragraph [0035]), wherein the inner surface of the socket shell tapers 
toward a pole of the shell (via taper 30) in the region of the line of contact in such a manner that 
a radius of curvature in the region is greater than the spherical radius of the outer surface of the 
socket insert (see figures 2-4, where it is understood that the socket shell tapers toward the pole 
of the shell in the region of the line drawn along the contact of the shell and insert such that a 
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radius of curvature in the region of the taper is greater than the spherical radius of the outer 
surface of the socket insert). 

13. Regarding claim 6, Serbousek et al. disclose the inner surface has a conical shape and 
defines an infinite radius of curvature in the region of the line of contact (see figures 2-3, where 
it is understood that the tapered regions of element 20 define a conical shape, while the area of 
contact further defines an infinite radius of curvature because it is circular). 

14. As best understood, regarding claim 7, Serbousek et al. disclose a cone angle of the 
conically narrowing inner surface is a self-locking angle (see paragraph [0035], lines 5-11) 
corresponding to a material pairing of the socket shell and the socket insert (see paragraph 
[0033], where it is understood that material pairing is necessary in combining materials and 
interlocking components and would thus also be necessary in affixing shell and liner). 

15. Regarding claim 8, Serbousek et al. disclose the cone angle of the conical inner surface is 
between about 4° and 10° (see paragraph [0035], where it is understood that between about 4° 
and 10° is encompassed within the range of zero and seventeen degrees). 

16. Regarding claim 9, Serbousek et al. disclose the cone angle of the conical inner surface 
is about 4.5 (see paragraph [0035], where it is understood that about 4.5 degrees is an acute angle 
falling with in the specific range of zero degrees to seven degrees). 

17. Regarding claim 10. Serbousek et al. disclose the cone angle of the conical inner surface 
is about 9.5° (see paragraph [0035], where it is understood that about 9.5° is an acute angle 
falling with in the specific range of zero degrees to seven degrees). 

Double Patenting 

18. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
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improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

19. Claim 5 is rejected on the ground of nonstatutory obviousness-type double patenting as 
being unpatentable over claim 1 of U.S. Patent No. 4,894,064. Although the conflicting claims 
are not identical, they are not patentably distinct from each other because: 

Claim 5 is rejected over claim 1 of the patent. Claim 5 recites "A joint socket for a hip 
endoprosthesis, comprising: a socket shell configured to be implanted in the pelvic bone of a 
patient the socket shell having an inner surface that defines an accommodating space extending 
about an axis of rotation" (see lines 1-4 of patent) "wherein the inner surface of the socket shell 
tapers toward a pole of the shell in the region of the line of contact in such a manner that a radius 
of curvature in the region is greater than the spherical radius of the outer surface of said socket 
insert" (see lines 5-9 of patent). 

The application and patent are different by the fact that the application is broader in some 
regards add features in other respects. The application is broader in the fact that it does not 
require the specifics of the self tapping threads. The application is more specific that the patent 
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by the fact that it includes "socket insert configured to provide a bearing for a joint head of a 
prosthesis stem, a spherical outer surface of said socket insert configured to be disposed in the 
accommodating space of the socket shell and contact the inner surface along a line of contact that 
is concentric with the axis of rotation of the accommodating space, the socket insert coupleable 
in a self-locking manner within said accommodating space." It would have been obvious to one 
of ordinary skill in the art at the time of the invention to include the sleeve component in the 
socket component because the socket component, as claimed in the patent, is configured such as 
to accommodate a sleeve portion, the use of which is well-known in the art. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MARCIA HOFFMAN whose telephone number is (571) 270- 
1456. The examiner can normally be reached on Monday thru Friday, 10:00 a.m. - 6:00 p.m., 
Est. (alternate Fridays). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Isabella can be reached on (571) 272-4749. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 

like assistance from a USPTO Customer Service Representative or access to the automated 

information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Alvin J Stewart/ 
Primary Examiner, Art Unit 3774 
/MARCIA HOFFMAN/ 
Examiner, Art Unit 3774 



